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Chapter 13

Finland

Krogerus Attorneys Ltd

1 Relevant Authorities and Legislation

1.1 What is the relevant Finnish trade mark authority?

The Finnish Patent and Registration Office (“PRH”), in Finnish:
Patentti ja rekisterihallitus.

1.2 What is the relevant Finnish trade mark legislation?

The Trademarks Act (10.1.1964/7), the Trademarks Decree
(29.5.1964/296) and the Act on Collective Marks (5.12.1980/795).

2 Application for a Trade Mark

2.1 What can be registered as a trade mark?

A trade mark can be any kind of mark that can be represented
graphically, and by which goods (or services) can be distinguished
from those of others. A trade mark may consist of words, including
personal names, figures, letters, numerals or the shape of goods or of
their packaging (section 1(2) of the Trademarks Act).

2.2 What cannot be registered as a trade mark?

A trade mark must be capable of distinguishing its proprietor’s goods
(or services) from those of others (section 13 of the Trademarks
Act). Therefore, a non-distinctive mark cannot be registered.

2.3 What information is needed to register a trade mark?

A trade mark application must be filed in writing (online application
is available) and needs to indicate, among others:

] A name or trade name (and address) of the applicant.

[ A list of goods and services (including classes under the Nice
Classification) for which the registration is intended.

A representation of the applied mark.

] A representative for a foreign applicant with neither domicile
nor registered office in Finland (a PoA is required).

ICLG TO: TRADE MARKS 2015

Tuukka Airaksinen

Emilia Lasanen

2.4 What is the general procedure for trade mark
registration?

For an application to become pending, it is an essential requirement
that the application fees have been paid. If no grounds for refusal
are found, registration is granted. The PRH delivers its decision and
publishes it in the national trade mark gazette, which will start an
opposition period of two months.

However, if obstacles are found, or there are other deficiencies in
the application, the PRH issues an office action with a four- to eight-
week time limit to respond. If the applicant responds within the
time limit, but cannot overcome the obstacles for registration, the
office may issue another office action. However, if the applicant
does not respond within the time limit, the application is dismissed.

2.5 How can a trade mark be adequately graphically
represented?

‘Word marks in any font.

] Graphical marks with a graphical reproduction.

[ ] The PRH advises applicants to enclose 10 reproductions of
archival quality with a maximum size of 8 x 8cm (colour
photographs or plastic stickers are not accepted), unless the
mark is filed online.

] Colours must to be listed in the application (however, it is
possible to register a mark in black and white).

2.6 How are goods and services described?

The goods and services are classified by the Nice Classification. The
goods and services must be described as accurately and precisely as
possible (abbreviations and vague or inaccurate expressions are not
accepted).

2.7 What territories (including dependents, colonies, etc.)

are or can be covered by a Finnish trade mark?

Finland and Aland Islands.

2.8 Who can own a Finnish trade mark?

Natural persons and legal entities.

WWW.ICLG.CO.UK
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2.9 Can atrade mark acquire distinctive character
through use?
Yes. In assessing whether a trade mark possesses distinctive

character, all the factual circumstances are considered, particularly
the length of time and the extent to which the mark has been used.

2.10 How long on average does registration take?

On average, it takes three to four months for the PRH to process the
application.

2.11 What is the average cost of obtaining a Finnish trade
mark?

The current fee for an online application is EUR 215. The basic fee
includes one class of goods (or services). An additional fee is EUR
80 for each class beyond the first one.

The full price list is available online at www.prh.fi/en/tavaramerkit/
hinnasto/hakemusmaksut.

2.12 Is there more than one route to obtaining a

registration in Finland?

Community Trade Marks and International

designating Finland.

Registrations

2.13 Is a Power of Attorney needed?

Only if an attorney of record is required.

2.14 How is priority claimed?

Priority can be claimed when filing the application. Priority
documents are not always necessary and also may be filed later on
during the application procedure.

2.15 Does Finland recognise Collective or Certification
marks?

Yes. Both marks are recognised.

3 Absolute Grounds for Refusal

3.1 What are the absolute grounds for refusal of
registration?

A mark that denotes either alone or with only few alterations
or additions, the kind, quality, quantity, use, price or place or
time of manufacture of the goods shall not, as such, be regarded
as distinctive. A mark is not regarded as distinctive if it is solely
composed of a form that is characteristic of the goods, necessary for
achieving a technical result or substantially increases the value of
the goods (section 13 of the Trademarks Act).

A mark is not eligible for registration if it is contrary to law and order
or morality, liable to mislead the public concerning the qualities of
the goods or services (for instance, in the case it is geographically
misleading) or there is an obstacle to registration within the meaning
of Council Regulation (EEC) No. 2081/92 on the protection of
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geographical indications and designations of origin for agricultural
products and foodstuffs (section 14 of the Trademarks Act).

3.2 What are the ways to overcome an absolute grounds
objection?

The applicant has to convince the PRH that the mark is not in
conflict with the absolute grounds. In addition, an absolute grounds
objection can be lifted if the applicant can demonstrate that the mark
has acquired distinctiveness through use.

3.3 What is the right of appeal from a decision of refusal
of registration from the Intellectual Property Office?

A party receiving an adverse decision from the PRH concerning the
registration of a mark has the right to lodge an appeal against the
decision.

3.4 What is the route of appeal?

An appeal against a decision from the PRH is lodged with the
Finnish Market Court (“Ma0”), in Finnish: Markkinaoikeus. The
MaO decides on appeals for industrial property rights including trade
mark registration procedures. The appeal needs be lodged within 60
days after service of the decision. Instructions are provided with the
original decision.

4 Relative Grounds for Refusal

4.1 What are the relative grounds for refusal of
registration?

A trade mark cannot be registered if a mark:

[ ] is likely to give the impression that it relates to the protected
company name, or the name or likeness of another person,
unless a person long dead;

] is composed of or contains anything likely to give the
impression of being the title of another’s protected literary
or artistic work, such title being original in character, or if
it constitutes an infringement of another’s copyright in such
a work or of his rights in a photographic illustration or a
protected design;

] is liable to be confused with the name or protected trade name
of another trader, with an auxiliary trade name or secondary
symbol of the kind referred to in the third paragraph of
section 3 of the Trademarks Act, with the trade mark of
another which has been registered on the basis of an earlier
application or with the trade symbol of another party that is
already established when registration is sought;

[ ] is liable to be confused with a trade symbol being used by
another party for his goods at the time of the application,
and if the applicant was aware of that use at the time of his
application and had not used his own mark before the other
trade symbol came into use;

[ ] is liable to be confused with a trade mark protected by an
international registration valid in Finland or the European
Community that, on the basis of this registration, enjoys an
earlier right in Finland or the European Community; and

] is liable to be confused with a Community trade mark within
the meaning of section 57 of the Trademarks Act that has
been registered on the basis of an earlier application or that
has seniority from Finland under Article 34 or 35 of the
Council Regulation referred to in section 57.
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However, a registration may be granted if the holder of an earlier right
consents to the registration of a later mark (section 14(4-9) of the
Trademarks Act). Ex officio examination is conducted by the PRH.

4.2 Are there ways to overcome a relative grounds
objection?

Yes. By obtaining consent from the holder of a cited right, by
limiting the list of goods and services covered by the application,
or by showing that there is no likelihood of confusion between the
marks.

4.3 What is the right of appeal from a decision of refusal
of registration from the Intellectual Property Office?

A party receiving an adverse decision from the PRH concerning the
registration of a mark has the right to lodge an appeal against the
decision.

4.4 What is the route of appeal?

See the answer to question 3.4.
5 Opposition

5.1 On what grounds can a trade mark be opposed?

On absolute and relative grounds.

5.2 Who can oppose the registration of a Finnish trade
mark?

Anyone is entitled to lodge an opposition on absolute grounds; prior
right holders are entitiled to lodge an opposition on relative grounds.

5.3 What is the procedure for opposition?

The opposition must be filed within two months of publication. The
applicant is notified of the opposition and invited to give a statement
addressing the opposition. An additional exchange of briefs usually
takes place. The registration is then retried on the basis of the
application documents, the opposition and other written statements.

A trade mark registration can be revoked either in its entirety or in
part.

6 Registration

6.1  What happens when a trade mark is granted
registration?

The registration is published and a certificate of registration is
issued to the holder.

6.2 From which date following application do an
applicant’s trade mark rights commence?

The protection of a registered trade mark begins on the date on

which the application is filed, provided that the mark is subsequently
registered.
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6.3 What is the term of a trade mark?

A trade mark registration is valid for 10 years from the date of
registration. It can be renewed every 10 years.

6.4 How is a trade mark renewed?

There are two ways to renew a trade mark registration: 1) by filing
a renewal application (certain changes to register entries in this
connection are also possible); or 2) simply by paying a renewal fee.

7 Registrable Transactions

7.1 Can an individual register the assignment of a trade
mark?

It is not compulsory to register the assignment of a trade mark.
However, it is possible and recommended. The assignment can be
registered by filing an application to the PRH. The application must
be written in Finnish or Swedish. A proprietor with neither domicile
nor registered office in Finland must appoint a representative.

7.2  Are there different types of assignment?

The assignment may relate to either all or some of the goods for
which the trade mark has been registered or has become established
(section 32 of the Trademarks Act).

7.3 Can an individual register the licensing of a trade
mark?

Yes, they can.

7.4 Are there different types of licence?

A licence may concern the whole or part of the country and it may
cover either all or part of the goods (or services) covered by the
registration. The number of licensees may be one or more. A
licence may be exclusive, non-exclusive or sole. Unless otherwise
agreed, the licensee may not transfer its rights to a third party.

7.5 Can a trade mark licensee sue for infringement?

Yes. If'the licence is exclusive or sole. If a person has been granted
the sole right to use a registered trade mark in Finland and an entry
regarding the licence has been made in the Register, either the
proprietor of the mark or the licensee, or both, may be recognised as
plaintiffs in actions concerning the infringement of trade mark rights
(section 45 of the Trademarks Act).

7.6 Are quality control clauses necessary in a licence?

No, they are not.

7.7 Can an individual register a security interest under a
trade mark?

If a person wishes to pledge earlier trade mark rights, a written
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agreement shall be made and entered in the register. No right of
pledge shall be valid until such an entry has been made (section
33(3) of the Trademarks Act).

7.8 Are there different types of security interest?

No, there are not.
8 Revocation

8.1 What are the grounds for revocation of a trade mark?

If a trade mark has been registered in breach of legislation, the
registration shall be declared null and void unless other provisions
apply. The exclusive rights in a trade mark shall be invalidated if
it is obvious that the mark has lost its distinctiveness, or the mark
has become misleading or contrary to law and order or morality. A
trade mark may be revoked if the mark has not been used for the
last five years and the proprietor is unable to give a proper reason
for the non-use. Use of a trade mark with the proprietor’s consent
shall be considered equivalent to use by the proprietor. If the ground
for revocation concerns only some of the goods (or services) for
which the trade mark has been registered, the registration will be
invalidated only in respect of those goods (or services) (sections 25
and 26 of the Trademarks Act).

8.2 What is the procedure for revocation of a trade mark?

A written claim for revocation before the MaO must be filed. The
procedure comprises of a written preparation and an oral hearing.

8.3 Who can commence revocation proceedings?

Anyone having a legal interest in the matter can file a claim for
revocation before the MaO.

8.4 What grounds of defence can be raised to a
revocation action?

The trade mark holder may present arguments and evidence that
the grounds for revocation are not present. In non-use revocation
actions, it is up to the proprietor to show that its trade mark has been
genuinely used.

8.5 What is the route of appeal from a decision of

revocation?

To the Supreme Court (“KKO”), in Finnish: Korkein oikeus, if leave
of appeal is granted.

9 Invalidity

9.1 What are the grounds for invalidity of a trade mark?

If a mark is registered in breach of the absolute grounds for refusal
or the relative grounds for refusal.

WWW .ICLG.CO.UK
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9.2 What is the procedure for invalidation of a trade
mark?

The MaO rules on whether to invalidate a registration.

9.3 Who can commence invalidation proceedings?

A suit may be brought by any person who has a legal interest in the
matter. In certain circumstances, a suit may be brought by the public
prosecutor or by a body safeguarding the interests of the persons
carrying on the trade or profession concerned.

9.4 What grounds of defence can be raised to an
invalidation action?

It is possible to argue that grounds for invalidity are not
applicable. It is also possible to argue that the trade mark has
acquired distinctiveness through use. If the rights based on an
earlier registered trade mark are claimed as grounds of invalidity,
a counterclaim of invalidity of the earlier mark can be brought
forward. Another defence would be acquiescence.

9.5 What is the route of appeal from a decision of

invalidity?

An appeal from a decision of invalidity should be taken to the KKO,
which requires a leave of appeal.

10 Trade Mark Enforcement

10.1 How and before what tribunals can a trade mark be
enforced against an infringer?

The MaO has jurisdiction in trade mark infringement cases.

10.2 What are the pre-trial procedural stages and how long
does it generally take for proceedings to reach trial
from commencement?

An infringement case starts with a writ of summons, followed by a
defence pleading. A further exchange of briefs may follow. After
that a preparatory meeting between the judge and the attorneys
is usually held, where the possibility for a settlement hearing is
discussed. Otherwise a court date for the main hearing is usually
set. The main hearing usually takes place six to nine months from
the filing of the case.

10.3 Are (i) preliminary and (ii) final injunctions available
and if so on what basis in each case?

Both are available. A preliminary injunction requires that the
plaintiff has an earlier right, which is likely being infringed, and also
that a preliminary injunction is necessary to secure the plaintiff’s
rights. Final injunctions are available when the court finds an
infringement.

ICLG TO: TRADE MARKS 2015
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10.4 Can a party be compelled to provide disclosure of
relevant documents or materials to its adversary and
if so how?

Yes. Both parties may be obligated to disclose relevant documents
or evidence.

10.5 Are submissions or evidence presented in writing or
orally and is there any potential for cross-examination
of witnesses?

Submissions of written evidence are presented in writing during the
preparatory stages. Witness statements are presented in the main
hearing. Cross-examination is possible.

10.6 Can infringement proceedings be stayed pending
resolution of validity in another court or the
Intellectual Property Office?

Usually infringement and validity are handled at the same time. In
rare circumstances infringement proceedings may be stayed pending
validity proceedings.

10.7 After what period is a claim for trade mark
infringement time-barred?

A claim must be filed within a reasonable time.

10.8 Are there criminal liabilities for trade mark
infringement?

Yes, but rarely in practice.

10.9 If so, who can pursue a criminal prosecution?

The public prosecutor can pursue a criminal prosecution, after a
complaint by the trade mark holder.

10.10 What, if any, are the provisions for unauthorised
threats of trade mark infringement?

It is possible to file a lawsuit based on the Unfair Competition Act
(22.12.1978/1061).

11 Defences to Infringement

11.1 What grounds of defence can be raised by way
of non-infringement to a claim of trade mark
infringement?

It may be possible to claim that the mark has not been used in
relation to goods (or services) or that the use has been for other
goods or services than the other trade mark is registered for, or that
the mark is dissimilar to the earlier mark and that no likelihood of
confusion exists between the marks.

11.2 What grounds of defence can be raised in addition to
non-infringement?

Invalidity, exhaustion, acquiescence, lack of legal interest to bring
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proceedings, use of own name and use of a mark to indicate intended
purpose of use of the goods.

12 Relief

12.1 What remedies are available for trade mark
infringement?

Anyone who infringes the right of the proprietor of a trade mark
may be prohibited by court order from repeating the offending act
unless there are special reasons for not doing so. If the infringement
is deliberate or due to negligence, the aggrieved party shall be
entitled to compensation corresponding to a reasonable licence fee
and for all the damage he has suffered. If the negligence has only
been slight, the court may adjust the compensation awarded at its
discretion. Even if the defendant is not found guilty of negligence,
the infringer is obliged to compensate a reasonable licence fee.

12.2 Are costs recoverable from the losing party and if
so what proportion of the actual expense can be
recovered?

The losing party is obliged to compensate the prevailing party’s
legal costs in full. In practice, the costs to be awarded are often cut
by some 10-30%.

13 Appeal

13.1 What is the right of appeal from a first instance
judgment and is it only on a point of law?

A leave of appeal is required, which is mainly given when a
precedent is required (i.e. point of law).

13.2 In what circumstances can new evidence be added at

the appeal stage?

The main rule is that new evidence cannot be added at the appeal
stage. However, new evidence may be possible to be added based
on the circumstances, e.g. the evidence did not exist or was not
available during the first instance proceedings.

14 Border Control Measures

14.1 What is the mechanism for seizing or preventing the
importation of infringing goods or services and if so
how quickly are such measures resolved?

The importation of infringing goods from all countries is governed
by the Finnish Customs Act (1466/1994).

15 Other Related Rights

15.1 To what extent are unregistered trade mark rights
enforceable in Finland?

Exclusive rights to a trade mark may be acquired, even without

registration, after the mark has become established. Therefore,
unregistered trade mark rights are fully enforceable to the extent
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that the proprietor can show evidence that trade mark rights are
established by use (section 2 of the Trademarks Act).

15.2 To what extent does a company name offer protection
from use by a third party?

The right to a company name is established through registration (or
use). The right to a company name protects its proprietor against

use of an identical or confusingly similar name as a company name
or a trade mark.

15.3 Are there any other rights that confer IP protection,
for instance book title and film title rights?

Copyrights, designs, patents, utility models.
16 Domain Names

16.1 Who can own a domain name?

A fi domain name may be registered for natural persons (minimum
15 years of age) and legal entities (with a permanent address in
Finland).

16.2 How is a domain name registered?

The Finnish Communications Regulatory Authority (“FICORA”),
in Finnish: Viestintdvirasto, grants registrations. Registrations can
also be obtained through a registrar.

The full instructions are available online at www.domain.fi/info/en/
index/hakeminen.

16.3 What protection does a domain name afford per se?

A fi domain name offers a possibility to use that name as an email
or website address. No other rights can be derived from a domain
registration per se.

17 Current Developments

17.1 What have been the significant developments in
relation to trade marks in the last year?

The centralising of all IP cases to the MaO, which is also the appeal
body from the IPO.
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17.2 Please list three important judgments in the trade
marks and brands sphere that have issued within the
last 18 months.

In the combined cases Wellmen v SOK (MaO, Dnro 516-517/14,
16.7.2014), it was stated that the use of someone else’s trade mark
as a keyword in a web store without the owner’s permission may
engage in trade mark infringement.

In the case Paramount Pictures v PRH/Rautakesko (MaO, Dnro
646/14, 30.9.2014), it was ruled that the trade mark MISSION
IMPOSSIBLE was not a well-known mark in Finland, even though
it was considered that the mark had some repute internationally and
in Europe.

In the case Gant AB v WicePrice Oy (MaO, Dnro 921/14, 13.1.2015),
a preliminary injunction was granted as the case involved counterfeit
goods.

17.3 Are there any significant developments expected in
the next year?

New legislation on .fi domain names will take effect on 5 September
2016. The new law, Information Society Code (917/2014),
clarifies the role of FICORA — as along with the new legislation,
the internationally known registry-registrar model will be brought
into use. All domain registrations will be applied and granted by
registrars. Furthermore, foreign companies (without a permanent
address in Finland) will become eligible to obtain .fi domains.

The Community Trade Mark reform will naturally affect Finland.

17.4 Are there any general practice or enforcement trends
that have become apparent in Finland over the last
year or so?

When a well-known mark is infringed, the plaintiffs often claim
parasitism under the Unfair Competition Act. It is unclear, however,
what benefits, if any, this brings to the proceedings.
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